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U.S. Customs Service 


Treasury Decision 


ERRATUM 


(T.D. 89-81) 


SYNOPSES OF DRAWBACK DECISIONS 


Please make the following correction to T.D. 89-81 (G) that was 
published in the Customs BuLLeTin, Vol. 23, No. 36, dated September 
6, 1989. 

On page 8, the last line of the Ceres Corp. drawback should be fol- 
lowed by: 


Revokes: T.D. 85-1-H 








U.S. Customs Service 
Proposed Rulemaking 


19 CFR Parts 12, 24, 133 


ENFORCEMENT OF PROTECTION OF SEMICONDUCTOR CHIP 
PRODUCTS; PATENT SURVEYS 


AGENCY: U.S. Customs Service, Department of the Treasury. 
ACTION: Proposed rule. 


SUMMARY: This document proposes to amend the Customs Regu- 
lations to enable persons seeking protection from infringing semi- 
conductor chip products (mask works) to obtain the assistance of 
Customs in preventing pirated chips from being imported into the 
U.S. This would give rise to a process of Customs recordation of 
mask works similar to that for copyrights. This proposed remedy 
would be in addition to, and not in lieu of, the mask work owner’s 
other rights and remedies, such as the right to attempt to secure an 
injunction against importation from a district court or an exclusion 
order from the U.S. International Trade Commission (USITC). 

Further, the section dealing with patent import surveys would be 
shifted to the Part entitled “Trademarks, Trade Names and Copy- 
rights”, which would then be retitled “Trademarks, Trade Names, 
Copyrights, Mask Works and Patents.” 


DATE: Comments must be received on or before December 4, 1989. 


ADDRESS: Written comments (preferably in triplicate) must be 
submitted to and may be inspected at the Regulations and Disclo- 
sure Law Branch, Room 2119, U.S. Customs Service, 1301 Constitu- 
tion Avenue, NW., Washington, D.C. 20229. Comments relating to 
the information collection aspects of the proposal should be ad- 
dressed to Customs, as noted above, and also to the Office of Man- 
agement and Budget, Paperwork Reduction Project (1515-0119), 
Washington, D.C. 20503. 


FOR FURTHER INFORMATION CONTACT: John F. Atwood, Di- 
rector, Intellectual Property Rights Task Force, 566-8933. 
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SUPPLEMENTARY INFORMATION: 


BACKGROUND 


Title III of Pub. L. 98-620, cited as the “Semiconductor Chip Pro- 
tection Act of 1984,” added a new Chapter 9 to Title 17, United 
States Code (17 U.S.C. 901 through 914), providing for protection of 
mask works that are fixed in semiconductor chip products. A mask 
work is defined as a series of related images, however fixed or en- 
coded, that represent the three-dimensional patterns in the layers 
of a semiconductor chip. It is fixed in a semiconductor chip product 
when its embodiment in the product is sufficiently permanent or 
stable to permit the mask work to be perceived or reproduced from 
the product for a period of more than transitory duration. 

As a condition of the protection extended to mask works under 17 
U.S.C. 908(a), protection terminates “if application for registration 
of a claim of protection in the mask work is not made * * * within 2 
years after the date on which the mask work is first commercially 
exploited.” The U.S. Copyright Office has been designated to admin- 
ister the registration system for mask works. 

The owner of a registered mask work has the exclusive right, 
under 17 U.S.C. 905, to reproduce it and to import and distribute a 
semiconductor chip product in which the mask work is embodied. In 
addition, pursuant to 17 U.S.C. 906, the owner of a particular prod- 
uct made by the owner of the mask work may import or distribute 
or otherwise dispose of or use, but not reproduce, that particular 
product without the authority of the owner of the mask work. The 
term of protection for the mask work owner is 10 years from the 
date on which the mask work is registered, or the date on which the 
mask work is first commercially exploited anywhere in the world, 
whichever occurs first. 

Under 17 U.S.C. 910(c)(1), the Secretary of the Treasury and the 
US. Postal Service are empowered to separately or jointly issue reg- 
ulations for the protection of the rights of mask work owners with 
respect to importations. These regulations may require, as a condi- 
tion for the exclusion of articles from the U.S., that the person seek- 
ing exclusion take any one or more of the following actions: 

(1) Obtain a court order enjoining, or an order of the U.S. Interna- 
tional Trade Commission (USITC) under section 337, Tariff Act of 
1930 (19 U.S.C. 1337), excluding importation of the articles; 

(2) Furnish proof that the mask work involved is protected under 
17 U.S.C. 905 and that the importation of the articles would in- 
fringe the rights of the mask work owner; and/or 

(3) Post a surety bond for any injury that may result if the deten- 
tion or exclusion of the articles proves to be unjustified. 

Under options (2) or (3), which involve a Customs determination, 
without the intervention of a court or the USITC, that an imported 
mask work is infringing, articles which are imported in violation of 
the rights set forth in 17 U.S.C. 905 are subject to seizure and forfei- 
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ture in the same manner as property imported in violation of the 
Customs laws. Any such forfeited article may be destroyed as direct- 
ed by the Secretary of the Treasury, except that the article may be 
returned to the country of export whenever it is shown to the satis- 
faction of the Secretary that the importer had no reasonable 
grounds for believing that his acts constituted a violation of the law. 

The Semiconductor Chip Protection Act (the SCPA) became effec- 
tive upon its enactment on November 8, 1984. However, 17 U.S.C. 
913(a) held the registration and enforcement mechanisms in abey- 
ance for 60 days. The registration mechanisms and enforcement 
provisions, therefore, went into effect on January 9, 1985. 

By a final rule published as T.D. 87-132 in the Federal Register 
on October 21, 1987 (562 FR 39217), Customs considered all three of 
the options for protection of the mask work owner’s rights under 17 
U.S.C. 905 and decided that it was unable to proceed under options 
(2) and (3). Instead, Customs amended section 12.39, Customs Regu- 
lations (19 CFR 12.39), to add a new paragraph (d), requiring that 
persons seeking exclusion of infringing semiconductor chip products 
first obtain a court order enjoining, or an order of the USITC under 
19 U.S.C. 1337, excluding, importation of the articles. Exclusion or- 
ders issued by the USITC would be enforceable by Customs under 
section 12.39(b), Customs Regulations (19 CFR 12.39(b)). 

Briefly, the reasons given for proceeding in this fashion were that 
Customs lacked the necessary expertise in semiconductor chip tech- 
nology to make an infringement determination on its own; chips, 
and any products in which they were contained, would have to be 
detained and disassembled for testing purposes, which was consid- 
ered operationally infeasible; and the process of determining in- 
fringement would involve a full adjudicatory review requiring an 
in-depth analysis of highly technical material. 

In view of the continued existence of infringement of intellectual 
property rights, and the Government’s desire to pursue initiatives 
to encourage adequate and effective protection of those rights, Cus- 
toms has placed a high priority on enforcement efforts in this area. 
To this end, Customs is acquiring high technology analyzing equip- 
ment as well as additional laboratory personnel. Customs has also 
created an Intellectual Property Rights Task Force to develop and 
coordinate extensive training programs, which are already under 
way, relating to mask works and other intellectual property rights 
(IPRs). Conversion of a data base for Customs recordations of IPRs 
to an automated system should also facilitate the enforcement capa- 
bility for protecting mask works. 

Accordingly, under the proposed regulatory revision, the owner of 
rights in a mask work would be able to obtain the assistance of Cus- 
toms in preventing pirated chips from being imported into the U.S. 
This remedy would be in addition to, not in lieu of, the owner’s oth- 
er rights and remedies, such as the right to attempt to secure an in- 
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junction against importation from a court or an exclusion order 
from the USITC under 19 U.S.C. 1337. 

Customs activist approach to protecting mask works thus contem- 
plates the creation of a new recordation procedure similar to that 
for copyrights, while at the same time maintaining the mask work 
owner’s option of requesting Customs to enforce an order from a 
court or the USITC. Information as to what is protected and what is 
suspected will be required from mask work owners, with a high de- 
gree of specificity involving such data as tariff subheading and 
model numbers, and detailed descriptions of products. 

Since protection for mask works parallels that for copyrights, it is 
proposed to revise Part 133, Customs Regulations (19 CFR Part 
133), to include mask works in Customs seizure, detention and rul- 
ing proceedings. The protections afforded mask work owners in sec- 
tion 12.39(d).will thus be expanded and included in Part 133. For 
purposes of administrative convenience and consolidation, section 
12.39a, covering “patent import surveys”, would also be transferred 
into Part 133. The reference to section 12.39a in Part 24, Customs 
Regulations (19 CFR Part 24), with respect to fee schedules, would 
be revised to reflect the transfer of “import surveys” to Part 133. 

Also, proposed section 133.71(b), which is otherwise identical to 
present section 133.51(b) (19 CFR 133.51(b)), omits reference to the 
American manufacturing clause, inasmuch as this is no longer an 
effective provision of the U.S. copyright laws. 


CoMMENTS 


Before adopting this proposal, consideration will be given to any 
written comments (preferably in triplicate) timely submitted. Com- 
ments submitted will be available for public inspection in accor- 
dance with the Freedom of Information Act (5 U.S.C. 552), § 1.4, 
Treasury Department Regulations (31 CFR 1.4) and § 103.11(b), Cus- 
toms Regulations (19 CFR 103.11(b)), on normal business days be- 
tween the hours of 9:00 a.m. to 4:30 p.m. at the Regulations and Dis- 
closure Law Branch, Customs Service Headquarters, Room 2119, 
1301 Constitution Avenue, NW., Washington, D.C. 


EXECUTIVE OrDER 12291 


This document does not meet the criteria of a “major rule” as de- 
fined in § 1(b) of E.O. 12291. Accordingly, a regulatory impact anal- 
ysis is not required. 


REGULATORY FLEXIBILITY ACT 


Under the provisions of the Regulatory Flexibility Act (5 U.S.C. 
601 et seq.), it is certified, that if adopted, this proposal will not 
have a significant economic impact on a substantial number of 
small entities. 
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PAPERWORK Repuction Act 


The collection of information contained in this notice of proposed 
rulemaking has been submitted to the Office of Management and 
Budget (OMB) for review in accordance with the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3504(h)). Comments on the collection of 
information should be sent to the Office of Management and Bud- 
get, Paperwork Reduction Project (1515-0119), Washington, D.C. 
20503, with copies to the U.S. Customs Service at the address previ- 
ously specified. 

The collection of information in this regulation is in sections 
133.52 and 133.53. The information concerning the recordation of 
semiconductor mask works is required to enable Customs to protect 
such products against infringing imports. The likely respondents 
are businesses. 

Estimated total annual reporting and/or recordkeeping burden: 
25 hours. 

Estimated average annual burden per respondent and/or 
recordkeeper: 30 Minutes. 

Estimated number of respondents and/or recordkeepers: 50. 

Estimated annual frequency of responses: 1. 

Part 178, Customs Regulations (19 CFR 178), which lists the infor- 
mation collections contained in the regulations and control number 
assigned by OMB would be amended accordingly if the proposal is 
adopted. 


DRAFTING INFORMATION 


The principal author of this document was Russell Berger, Regu- 
lations and Disclosure Law Branch, Office of Regulations and Rul- 
ings, U.S. Customs Service. However, personnel from other offices 
participated in its development. 


List or SUBJECTS 


19 CFR Part 12 
Customs duties and inspection, Imports, Unfair competition. 


19 CFR Part 24 
Accounting. 


19 CFR Part 133 
Imports, Copyrights, Mask works, Patents, Semiconductor chip 
products, Trademarks, Trade names. 


PROPOSED AMENDMENTS 


It is proposed to amend the Customs Regulations (19 CFR Chap- 
ter I) as follows: 


PART 12—SPECIAL CLASSES OF MERCHANDISE 


1. The general authority citation for Part 12 would continue to 
read as follows: 
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Authority: 5 U.S.C. 301, 19 U.S.C. 66, 1202 (General Note 8, Har- 
monized Tariff Schedule of the United States (HTSUS)), 1624. 


2. It is proposed to amend Part 12, Customs Regulations (19 CFR 
Part 12), by deleting §§ 12.39(d) and 12.39a therefrom. 


PART 24—CUSTOMS FINANCIAL AND ACCOUNTING 
PROCEDURE 


1. The authority citation for Part 24 continues to read as follows: 


Authority: 5 U.S.C. 301, 19 U.S.C. 58a-58c, 66, 1202 (General Note 

8, Harmonized Tariff Schedule of the United States (HTSUS)), 1624, 

31 U.S.C. 9701; 26 U.S.C. 4461-4462. 
* 


* * * * * * 


Section 24.12 also issued under 19 U.S.C. 1524, 46 U.S.C. 927; 
* K * * *K K * 


2. It is proposed that § 24.12(a\(3) (19 CFR 24.12(a\(3)), with re- 
spect to fee schedules, be revised to remove the reference to § 12.39a 
and to insert in its place “§ 133.81”. 


PART 133—TRADEMARKS, TRADE NAMES, COPYRIGHTS, 
MASK WORKS AND PATENTS 


1. It is proposed to revise the title of Part 133 to read as set forth 
above. 

2. The authority citation for Part 133 would be revised, and would 
include the specific sectional authority thereunder, as follows: 


Authority: 17 U.S.C. 101, 601, 602, 603; 19 U.S.C. 66, 1624; (31 
U.S.C. 9701). 


Subparts F and G also issued under 19 U.S.C. 1337, 1623; 17 U.S.C. 
910. 
Section 133.1 also issued under 15 U.S.C. 1096, 1124. 
Sections 133.2-133.7, 133.11-133.13, 133.15 also issued under 15 
U.S.C. 1124. 
Section 133.21 also issued under 15 U.S.C. 1124, 19 U.S.C. 1526. 
Sections 133.24, 133.46 also issued under 19 U.S.C. 1623. 
Section 133.73 also issued under 19 U.S.C. 1558(a). 

3. It is proposed to revise § 133.0 to read as follows: 


§ 133.0 Scope. 

This part provides for the recordation of trademarks, trade 
names, copyrights, and mask works, for the purpose of prohibiting 
the importation of certain articles, as well as for the conduct of pat- 
ent import surveys. It also sets forth the procedures for the disposi- 
tion of articles bearing prohibited marks or names, and copyrighted 
or piratical articles, including release to the importer in appropri- 
ate circumstances. 
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4. It is proposed to amend Part 133, by redesignating Subpart F 
as Subpart H, revising it, and by adding new Subparts, F and G and 
I, to read as follows: 


a? SUBPART F—RECORDATION OF MASK WORKS 


133.51 Recordation of mask works. 

133.52 Application to record mask works. 

133.53 Documents, samples and fees to accompany application. 
133.54 Effective date, term and cancellation of recordation. 
133.55 Change of ownership of recorded mask work. 

133.56 Change in name of owner of recorded mask work. 


‘- SUBPART G—IMPORTATIONS VIOLATING MASK WORK LAW 


133.61 Articles in violation of mask work rights. 

133.62 Clearly violating articles—Ex parte seizure and forfeiture. 

133.63 Procedure on suspicion of importation of violating mask works. 

133.64 Decision of disputed claim of violation. 

133.65 Demand for redelivery of released articles. 

133.66 Return of seized or detained articles to country of export. 

133.67 Alternative procedure: order of a court or the International Trade 
Commission. 


SUBPART H—PROCEDURE FOLLOWING FORFEITURE OR ASSESSMENT OF 
a LIQUIDATED DAMAGES 


133.71 Relief from forfeiture or liquidated damages. 
133.72 Disposition of forfeited merchandise. 
133.73 Refund of duty. 


SUBPART I—PATENTS: IMPORT SURVEY ON BEHALF OF REGISTERED 
aia PATENT OWNERS 


133.81 Registered patent owners: import survey. 


SuBpartT F—REcORDATION OF Mask Works 


§ 133.51 Recordation of mask works. 

(a) Eligible works. A mask work protected under the Semiconduc- 
tor Chip Protection Act of 1984 (Chapter 9, Title 17, United States 
Code, 17 U.S.C. 901-914) and registered with the U.S. Copyright Of- 
fice in accordance with Title 37, Code of Federal Regulations, Part 
211 (37 CFR Part 211), may be recorded with Customs for import 
protection. 

(b) Persons eligible to record. A registered mask work may be re- 
corded with the U.S. Customs Service by the “owner” as that term 
is defined in 17 U.S.C. 901(a)(6) and includes either the initial own- 
er or a person who has obtained by transfer the totality of rights in 
the mask work under the Semiconductor Chip Protection Act of 
1984 (37 CFR 211.4(b)(2)(ii)). 

(c) Notification of recordation and other action. Applicants and 
recordants will be notified of the approval or denial of an applica- 
tion filed in accordance with § 133.52, § 133.53, or § 133.56. 
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§ 133.52 Application to record mask work. 


An application to record a registered mask work to secure Cus- 
toms protection against the importation of infringing articles shall 
be in writing, addressed to: Director, Commercial Rulings Division, 
U.S. Customs Service, Washington, D.C. 20229, and shall include 
the following information: 

(a) The name and complete address of the mask work owner; 

(b) The country of manufacture of genuine mask works; 

(c) The name and principal address of any foreign person or busi- 
ness entity authorized or licensed to use the protected work, a state- 
ment as to the exclusive rights authorized; and 

(d) When known, information such as relevant item numbers of 
the Harmonized Tariff Schedule of the U.S., product descriptions 
and model numbers, importers, or suspected violators of mask work 
protection. 


§ 133.53 Documents, samples and fees to accompany 
application. 


The application for recordation shall be accompanied by the fol- 
lowing documents, samples and fees: 

(a) Documents. An “additional certificate” of mask work registra- 
tion issued by the U.S. Copyright Office. If the name of the appli- 
cant differs from the name of the mask work owner in the certifi- 
cate, the application shall be accompanied by a certified copy of any 
assignment, exclusive license, or other document recorded in the 
Copyright Office showing that the applicant has acquired ownership 
of the mask work. 

(b) Samples. (1) A photograph of the chip. (2) Two reproductions of 
the mask work fixed in the form of the semiconductor chip product 
in which it was first commercially exploited and, if possible, a sam- 
ple of each layer of the mask work in integrated circuit form. The 
reproductions shall be accompanied by a visually perceptible repre- 
sentation of each layer of the mask work consisting of: 

(i) Drawings or plots in composite form on a single sheet or on 
separate sheets; or 

(ii) A photograph of each layer of the work fixed in a semiconduc- 
tor chip product. 

(3) If the mask work has not been commercially exploited, a visually 
perceptible representation revealing the totality of the mask work 
contribution. 

(c) Fee. Each application shall be accompanied by a fee of $190 for 
each mask work to be recorded. The fee shall be paid by a check or 
money order made payable to the U.S. Customs Service. 


§ 133.54 Effective date, term, and cancellation of recordation. 


(a) Effective date. Recordation of a mask work and protection 
thereunder shall be effective on the date an application for recorda- 
tion is approved, as shown on the recordation notice issued by Cus- 
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toms Headquarters instructing Customs officers as to the terms and 
conditions of import protection appropriate. 

(b) Term. The recordation of a mask work shall remain in effect 
until the end of the protection period 10 years after the date on 
which protection commences under the Semiconductor Chip Protec- 
tion Act of 1984, or until the ownership of the mask work expires or 
is transferred. 

(c) Cancellation. Recordation of a mask work with Customs shall 
be canceled upon request of the recordant, or if the registration in 
the U.S. Copyright Office is finally canceled or revoked. 


§ 133.55 . Change of ownership of recorded mask work. 

(a) Application. If the ownership of a recorded mask work is 
transferred and the new owner wishes to continue recordation with 
Customs, he shall make written application to the Commissioner of 
Customs as follows: 

(1) Comply, as appropriate, with § 133.52; and 

(2) Describe any time limit on the rights of ownership transferred; 

(3) Provide a certified copy of any assignment, exclusive license, 
or other document recorded in the U.S. Copyright Office showing 
the applicant has acquired an ownership interest in the mask work. 

(b) Fee. The application shall be accompanied by a fee of $80, 
which covers all mask works included in the application which have 
been previously recorded with Customs. A check or money order 
shall be made payable to the U.S. Customs Service. 


§ 133.56 Change in name of owner of recorded mask work. 

If there is a change in the name of the owner of a recorded mask 
work, but no transfer of ownership, written notice specifying the 
change shall be given to Customs accompanied by the following: 

(a) A certified copy of any document recorded in the U.S. Copy- 
right Office showing the change in the name of the owner; and 

(b) Payment of a fee of $80, which covers all mask works included 
in the application which have been previously recorded with Cus- 
toms. A check or money order shall be made payable to the US. 
Customs Service. 


Susppart G—ImporTaTIONS VIOLATING Mask Work Law 


§ 133.61 Articles in violation of mask work rights. 

(a) Definition. Articles violation mask work law are those import- 
ed in violation of the exclusive rights of the owner of a mask work 
to do or to authorize any of the following specified in 17 U.S.C. 905, 
namely: 

(1) to reproduce the mask work by optical, electronic, or any other 
means; 

(2) to import or distribute a semiconductor chip product in which 
the mask work is embodied; and 
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(3) to induce or knowingly to cause another person to do any of 
the above-described acts. 

(b) Importation prohibited. The importation of articles in violation 
of the rights of the owner of a mask work registered in the U.S. 
Copyright Office is prohibited by 17 U.S.C. 910. The importation of 
lawfully made copies is not a violation of the law enforced by 
Customs. 


§ 133.62 Clearly violating articles—Ex parte seizure and 
forfeiture. 

(a) Seizure. (1) The district director shall seize any imported arti- 
cle which he determines is clearly a violating importation of a mask 
work protected by recordation with Customs. This determination 
may be made on the basis of Customs Headquarters rulings or in- 
structions, controlling judicial opinions, or facts clearly evidencing 
a violation. The adversary proceedings provided for in § 133.63 will 
not be invoked in this situation. 

(2) The district director shall also seize an imported article if the 
importer does not deny under § 133.63(a) a representation that the 
article is in violation of a protected mask work. 

(b) Forfeiture. In either case, the district director shall institute 
forfeiture proceedings in accordance with Part 162 of this chapter, 
unless other relief is granted or the violating article may be re- 
turned to the country of export as provided in § 133.66. 


§ 133.63 Procedure on suspicion of importation of violating 
mask works. 

(a) Notice to the importer. If the district director has any reason to 
believe that an article may be imported in violation of the exclusive 
rights in a mask work recorded with Customs, he shall withhold de- 
livery, notify the importer of his action, and advise the importer 
that if the facts so warrant he may file a statement denying that 
the article is in fact a violating one and alleging that the detention 
of the article will result in a material depreciation of its value, or a 
loss or damage to him. The district director also shall advise the im- 
porter that, in the absence of a denial by the importer within 20 
days from the date of the notice (exclusive of Saturdays, Sundays, 
and legal public holidays) that the article constitutes a violation of 
exclusive mask work rights, it shall be considered to be such a vio- 
lation and shall be subject to seizure and forfeiture. 

(b) Notice to mask work owner. If the importer of suspected violat- 
ing articles files a denial as provided in paragraph (a) of this sec- 
tion, the district director shall furnish the mask work owner with a 
sample of the imported article, together with notice that the im- 
ported article will be released to the importer unless, within 20 
days from the date of the notice (exclusive of Saturdays, Sundays, 
and legal public holidays), the mask work owner files with the dis- 
trict director: 
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(1) A written demand for the exclusion from entry of the detained 
imported articles; and 

(2) A bond, in the form and amount specified by the district direc- 
tor, conditioned to hold Customs and the importer or owner of the 
imported article harmless from any loss or damage resulting from 
Customs detention in the event the Commissioner or his designee 
determines that the article is not a violating one prohibited impor- 
tation under 17 U.S.C. 910. 

(c) Result of action or inaction by mask work owner. After notice 
to the mask work owner that delivery is being withheld for import- 
ed articles suspected of violating a recorded mask work, the district 
director shall proceed in accordance with the following procedures: 

(1) Demand and bond filed. If the mask work owner files a writ- 
ten demand for exclusion of the suspected violating articles togeth- 
er with a proper bond, the district director shall promptly notify the 
importer and the mask work owner that they must submit further 
evidence, legal briefs, or other pertinent material to substantiate 
the claim or denial of violation, within 20 days (exclusive of Satur- 
days, Sundays, and legal pubilc holidays) from the date of the no- 
tice. The burden of proof shall be upon the mask work owner claim- 
ing that the article is in fact a violating one. At the close of the pe- 
riod specified for submission of evidence, the district director shall 
forward the entire file, together with a sample of the imported arti- 
cle, and his view or comments, to Customs Headquarters, Attention: 
Director, Commercial Rulings Division, Washington, D.C. 20229, for 
decision on the disputed claim of violation. 

(2) Violation disclaimed or unsupported. If the mask work owner 
disclaims that the specified imported article is in violation of his re- 
corded mask work, or fails to present sufficient evidence or proof to 
substantiate a claim of violation, the district director shall release 
the detained shipment to the importer and all further importations 
of the same article by whomever imported. 

(3) Failure to file demand or bond. If the mask work owner fails 
to file a written demand for exclusion and bond as required by para- 
graph (b) of this section, the district director shall release the de- 
tained articles to the importer and notify the mask work owner of 
the release. However, if the mask work owner provides a satisfacto- 
ry explanation to Customs of why he failed to file a written demand 
for exclusion and bond, Customs may detain future shipments of 
the same article on suspicion of violation of the mask work owner’s 
rights. 

(4) Withdrawal of bond. At any time before transmittal of the 
case to Customs Headquarters for decision, the mask work owner 
may withdraw a bond filed in accordance with paragraph (b) of this 
section. Before returning the bond to the mask work owner and re- 
lease of the detained articles, the district director shall require the 
mask work owner and the importer to file written statements agree- 
ing to hold Customs and the district director harmless for any con- 
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sequence of the return of the bond and release of the detained arti- 
cles. After the withdrawal of a bond, the district director shall re- 
lease importations of the same articles by the same importer 
without further notice to the mask work owner. 


§ 133.64 Decision of disputed claim of violation. 

(a) Claim of violation sustained. Upon determination by the Com- 
missioner of Customs or his designee that the detained article for- 
warded in accordance with § 133.63(c)(1) is in violation of the mask 
work owner’s rights, the district director shall seize the detained 
shipment and either institute forfeiture proceedings in accordance 
with Part 162 of this chapter or, if the conditions prescribed by 
§ 133.66 are met, permit the importer to return the article to the 
country of export. In either event, the bond of the mask work owner 
shall be returned. 

(b) Denial of violation sustained. Upon determination by the Com- 
missioner of Customs or his designee that the detained article for- 
warded in accordance with § 133.63(c)(1) is not a violating one, the 
district director shall release all detained merchandise and trans- 
mit the mask work owner’s bond to the importer for private settle- 
ment or recovery under the bond. 


§ 133.65 Demand for redelivery of released articles. 


If it is determined that articles which have been released from 
Customs custody are subject to the prohibitions or restrictions of 


this subpart, the district director at the port of entry shall promptly 
make demand for redelivery of the articles under the terms of the 
bond on Customs Form 301, containing the same bond conditions as 
set forth in § 113.62 of this chapter, in accordance with § 141.113 of 
this chapter. If the articles are not redelivered to Customs custody, 
a claim for liquidated damages shall be made in accordance with 
§ 141.113(g) of this chapter. 


§ 133.66 Return of seized or detained articles to country of 
export. 

Articles seized or detained for violations or suspected violations of 
the Semiconductor Chip Protection Act of 1984 may be returned to 
the country of export whenever it is shown to the satisfaction of the 
district director that the importer had no reasonable grounds for be- 
lieving that his actions constituted a violation of the Act. If the dis- 
trict director is in doubt as to whether the articles should be re- 
turned, the matter may be forwarded to the Director, Commercial 
Rulings Division, U.S. Customs Service, Washington, D.C., 20229, 
for decision. 
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§ 133.67 Alternative procedure: order of a court or the Inter- 
national Trade Commission. 

As an alternative to the administrative procedure described in 
this Subpart and Subpart F, the mask work owner, whether or not 
he has recorded the mask work with Customs, may seek an order 
from a Federal Court or the International Trade Commission en- 
joining or excluding importation of an article in violation of mask 
work rights. To obtain Customs enforcement of an injunction or ex- 
clusion order, the mask work owner shall submit a certified copy of 
the court or ITC order to the Director, Commercial Rulings Divi- 
sion, U.S. Customs Service, Washington, D.C. 20229. 


Susppart H—PrRoceDURE FOLLOWING FORFEITURE OR ASSESSMENT OF 
LIQUIDATED DAMAGES 


§ 133.71 Relief from forfeiture or liquidated damages. 

(a) Petition for relief. The importer may petition in accordance 
with Parts 171 and 172 of this chapter for relief from, or cancella- 
tion of, a forfeiture incurred for violation of the mask work, trade- 
mark or copyright laws, or a claim for liquidated damages for fail- 
ure to redeliver released merchandise incurred under the provisions 
of § 133.24, § 133.46, or § 133.65. 

(b) Conditioned relief. In appropriate cases, except for articles 
bearing a counterfeit trademark, relief from a forfeiture may be 
granted pursuant to a petition for relief upon the following condi- 


tions as may be specified by the appropriate Customs authority: 

(1) The unlawfully imported or prohibited articles are exported or 
destroyed under Customs supervision and at no expense to the 
Government; 

(2) All offending trademarks or trade names are removed or oblit- 
erated prior to release of the articles. 


§ 133.72 Disposition of forfeited merchandise. 

(a) Trademark (other than counterfeit) or trade name violations. 
Articles forfeited for violation of the trademark laws, other than ar- 
ticles bearing a counterfeit trademark, shall be disposed of in accor- 
dance with the procedures applicable to forfeitures for violation of 
the Customs laws, after the removal or obliteration of the name, 
mark, or trademark by reason of which the articles were seized. 

(b) Copyright violations. Articles forfeited for violation of the 
copyright laws shall be destroyed. 

(c) Articles bearing a counterfeit trademark. The Commissioner of 
Customs or his designee shall dispose of forfeited articles bearing a 
counterfeit trademark after obliteration of the trademark, where 
feasible, in the following manner: 

(1) Government use. By delivery to any Federal, State, or local 
government agency which, in the opinion of the Commissioner or 
his designee, has established a need for the article. 
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(2) Gifts to charities. By delivery to any charitable institution 
which, in the opinion of the Commissioner or his designee, has es- 
tablished a need for the article. 

(3) Sale. If more than 1 year has passed since the forfeiture, the 
article may be sold at public auction by the Commissioner or his 
designee. Prior to sale, the Commissioner or his designee shall de- 
termine that a need for the article has not been established by any 
eligible government organization or charitable institution under 
paragraph (c)(1) or (c)(2) of this section. 

(4) Destruction. If the article is unsafe or a health hazard, it shall 
be destroyed. 

(d) Articles violating a protected mask work. Articles forfeited for 
violation of the Semiconductor Chip Protection Act of 1984, shall be 
destroyed. 


§ 133.73 Refund of duty. 


If a violation of the trademark, copyright or mask work laws is 
not discovered until after entry and deposit of estimated duty, the 
entry shall be endorsed with an appropriate notation and the duty 
refunded as an erroneous collection upon exportation or destruction 
of the prohibited articles in accordance with § 158.41 or § 158.45 of 
this chapter. 


Suppart I—Patents: Import SURVEY ON BEHALF OF REGISTERED PATENT 
OwNERS 


§ 133.81 Registered patent owners: import survey. 

(a) Application for survey. When the owner of a patent registered 
in the United States believes that merchandise is being imported in- 
to the United States which infringes such patent, an application for 
a survey to assist the patent owner in taking appropriate action 
may be made. The purpose of the survey is to provide the patent 
owner with the names and addresses of importers of merchandise 
which appears to infringe the registered patent. 

(b) Content of application. The application may be made by letter 
addressed to the Director, Commercial Rulings Division, U.S. Cus- 
toms Service, Washington, D.C. 20229. It shall state the name and 
address of the patent owner; and if available, a description of the 
merchandise believed to infringe the registered patent and the 
country of manufacture of the merchandise. A certified copy of the 
patent registration issued by the Patent and Trademark Office 
showing ownership to be in the name as claimed, 3 additional copies 
of the patent registration for Customs files, and a check or money 
order to cover the fee prescribed by § 24.12(a\(3) of this chapter for 
the survey selected shall be submitted with the application. 

(c) Length of survey. Surveys will be made for period of 2, 4 or 6 
months at the option of the applicant. 
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* * * * 


Micuae. H. Lane, 
Acting Commissioner of Customs. 
Approved: September 28, 1989. 
SALVATORE R. MarTOcHE, 
Assistant Secretary of the Treasury. 


[Published in the Federal Register, October 4, 1989 (54 FR 40882)] 
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